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Please take notice that at 9:00 a.m. in Courtroom 4 at 280 South 1st Street, San Jose, on
Thursday August 27, 2020, or such other date as the Court may set in light of the coronavirus situation,
Plaintiff Erik Anderson will move the Court pursuant to section 505 of the Copyright Act to award
him $62,992.50 in attorney fees and costs against Defendants Hirsch and Seliger, because Anderson
is the prevailing party in this action, and Defendants copyright infringement claims were
unreasonable and were pursued in an unreasonable manner.

Plaintiff’s counsel conferred with Defendants’ counsel about the motion by telephone on April
13, and continued the discussion afterward by email, aswell as by telephone conference calls on April 16,

April 21, and May 1, but the parties have been unable to reach agreement on this matter.

Motion for Award of Attorney Fees and Costs Case No. 5:19-cv-05630-EJD




© 00 N oo o B~ w N P

N DN NN NN N DN P P PR R R R R R
N~ o oo A WON P O O 00 N OO0~ ODN O

28

Case 5:19-cv-05630-EJD Document 36 Filed 05/22/20 Page 2 of 29

TABLE OF CONTENTS
Table of AULNONITIES . . . ... e ii
INTRODUGCTION. . .ottt e e e e e e e e e e e e e e 2
FACTSAND PROCEEDINGS TO DATE . ..o e e e 3
S = £ 3
B. Proceedingsto Dale. . ... ..o e e 5
ARGUNMENT ..o e e e e 8
l. ANDERSON HAS PREVAILED IN THISLITIGATION. . . ..ot 8
. DEFENDANTS COPYRIGHT CLAIMS WERE UNREASONABLE ON THE MERITS,
AND WERE PURSUED IN AN UNREASONABLE MANNER, WARRANTING AN
AWARD OF ATTORNEY FEES FOR REASONS OF COMPENSATION AND
DETERRENCE. . . . . e e e 14
A. Thelnfringement ClaimsAgainst Anderson Were UnreasonableBecause They Were
Barred by Clear Ninth Circuit Precedent.. .. .......... ... . .. 14
B. Defendants and Their Counsel Pursued These Unreasonable Claimsinan
Unreasonable Manner, Warranting an Award of Fees to Deter Excessive
Enforcament.. . ... 18
1. ANDERSON’SREQUESTED $62,992.50 IN ATTORNEY FEESAND COSTS ARE
REASONABLE.. .. 22
CONCLUSION. . .ottt e e e e e e e e e e e e e 24

Motion for Award of Attorney Fees and Costs -1- Case No. 5:19-cv-05630-EJD




© 00 N oo o B~ w N P

N DN NN NN N DN P P PR R R R R R
N~ o oo A WON P O O 00 N OO0~ ODN O

28

Case 5:19-cv-05630-EJD Document 36 Filed 05/22/20 Page 3 of 29

TABLE OF AUTHORITIES
CASES

Already, LLC v. Nike, Inc.,
568 U.S. 85 (2013) . .ottt 6,7, 19

Atlantic Marine Const. Co. v. U.S Dist. Ct. for W. Dist. of Texas,
571 U.S 49 (2003) . ..ottt 16

Bennett v. Franklin Res,,
2018 WL 6267693 (N.D. Cal. NOv. 30, 2018) . . ... .o oi ittt 22

Biery v. United States,
818 F.3d 704 (Fed. Cir. 2016). . . . .ottt ettt e e e e e e e e e 22

Blumv. Senson,
465 U.S. 886 (1084) . . ..ottt 24

Brown v. Qullivan,
916 F.2d 492 (Ath Cir. 1990) ...\ttt ittt e e e e 19

Buckhannon Board & Care Home v. W. Va. Department of Health & Human Resour ces,
532 U.S.598 (2000) . . o oottt e e e 8,12,13

BWP Media USA v. Polyvore, Inc.,
922 F.3d 42 (2d Cir. 2019) . . oottt et 17

BWP Media USA v. T & S Softwar e Associ ates,
852 F.3d 436 (5th Cir. 2007) . ..ottt e e e 17

Cadkin v. Loosg,
569 F.3d 1142 (9th Cir. 2009) . . ...ttt e 8,9 10, 11

Camacho v. Bridgeport Finance,
523 F.3d 973 (Fth Cir. 2008) . . ..\ttt e e e 22

Cantrell v. IBEW Local 2021,
69 F.3d 456 (10th Cir. 1995) . ... ittt e 10

Carter v. Incorporated Village of Ocean Beach,
759 F.3d 159 (2d Cir. 2014) . . .ottt e 10

CoSar Grp. v. LoopNet, Inc.,
S73F.3d544 (Ath Cir. 2004) . ..ottt e 17

Craig v. Popmatters Media,
— F. Supp. 3d —, 2020 WL 1933326 (N.D. lll. Mar.23,2020) ..........ccovvnvvnnann.. 21

DL v. District of Columbia,
924 F.3d585 (D.C. Cir. 2019) . ..ottt e e 22

Design Basics v. Lexington Homes,
858 F.3d 1093 (7th Cir. 2007) . .ottt e et e e e e e e e e e e 13

Motion for Award of Attorney Fees and Costs -11- Case No. 5:19-cv-05630-EJD




© 00 N oo o B~ w N P

N DN NN NN N DN P P PR R R R R R
N~ o oo A WON P O O 00 N OO0~ ODN O

28

Case 5:19-cv-05630-EJD Document 36 Filed 05/22/20 Page 4 of 29

Doc' s Dreamv. Delores Press,
No. 18-56073 (9th Cir. May 13, 2020) . . . . .. oottt e et et e 8

DRK Photo v. McGraw-Hill Glob. Educ. Holdings,
2019 WL 450882 (D. Ariz. Feb. 5, 2019),
appeal dismissed, 2019 WL 2407327 (9th Cir. Mar. 15,2019) . .. .. ..o oot 9

Experience Hendrix v. The James Marshall Hendrix Found.,
2005 WL 2922179 (W.D. Wash. Nov. 4, 2005),
aff'd, 240 Fed. App'X. 739 (Sth Cir. 2007). . . . oo et e 10

Flava Works v. Gunter,
689 F.3d 754 (Tth Cir. 2012) .. ..o it e e e e e 16

Fogerty v. Fantasy, Inc.,
510 U.S 517 (1994) ..ttt 11, 22

Fox Broad. Co. v. Dish Network,
747 F.3d 1060 (Ah Cir. 2013) . ..ottt e e e e 17

Hendley v. Eckerhart,
ABL U.S. 424 (1983) . . o vttt e e e 22

HTC Corp. v. Tech. Properties Ltd.,
2014 WL 3706617 (N.D. Cal. July 21, 2014). . . . oot 10

Irvine Unified Sch. Dist. v. K.G.,
853 F.3d 1087 (Ath Cir. 2007) . ..ottt e e e 9

J.B. exrd. H.S v. San Jose Unified School Dist.,
2013 WL 1891398 (N.D. Cal. May 6,2013) . .....coiii ittt et 10

Kirtsaeng v. John Wiley & Sons
136 S.CL 1979 (2016) . .o v ittt e e e e 1,14,18

Leonard v. Semtech International,
834 F.3d376 (3d Cir. 2016) . . ..ottt e 14

MLTSHP, Inc. v. 7410, Inc.,
NoO. 2:20-cv-01258 (C.D. Cal. FED 07, 2020) . . .. ..ottt e e e 14

The Mockingbird Foundation v. Luong,
2020 WL 858099 (N.D. Cal. Mar. 9,2020) . .. ...ovvi e e 8,13,14,21

NEXUS Servicesv. Moran,
2018 WL 1461750 (W.D. Va. Mar. 23, 2018),
aff'd, 750 Fed. App'X. 241 (Ath Cir. 2019) . ...ttt e e e 12, 13

Nutrivita Laboratories v. VBS Distrib.,
160 F. Supp. 3d 1184 (C.D. Cal. 2016),
Aff'd, 697 Fed. App'Xx 559 (Ath Cir. 2017). . ..o oot e 9,10

Oscar v. Alaska Dep't of Educ. & Early Dev.,
541 F.3d 978 (Oth Cir. 2008) . . . .o ittt et e e e e e e e 9

Motion for Award of Attorney Fees and Costs -11- Case No. 5:19-cv-05630-EJD




© 00 N oo o B~ w N P

N DN NN NN N DN P P PR R R R R R
N~ o oo A WON P O O 00 N OO0~ ODN O

28

Case 5:19-cv-05630-EJD Document 36 Filed 05/22/20 Page 5 of 29

Penguin Group (USA) v. American Buddha,
2013 WL 865486 (SD.N.Y. Mar. 7,2013) .. ..ottt e e 16

Perfect 10 v. Amazon, Inc.
508 F.3d 1146 (9th Cir. 2007) ... ..ottt e e 16, 17

Perfect 10. v. Giganews, Inc.,
847 F.3d 657 (Fth Cir. 2007) . . oottt e e e e e e 17

Prison Legal News v. Schwar zenegger,
608 F.3d 446 (Oth Cir. 2010) ... ..ottt e e e e 18

Recouvreur v. Carreon,
940 F.Supp.2d 1063 (N.D. Cal. 2013) .. ..ottt e et et 22

Ryan v. Editions Ltd. W.,
786 F.3d 754 (Oth Cir. 2015) . ..ottt e e e 22

Schlossberg v. Luong,
Case NO. 5:19-cv-02497-SVK (N.D. Cal.) . . oot 14

Shin v. Plantronics,
2020 WL 510348 (N.D. Cal. Jan. 31, 2020) . . . . oo oo oot e ettt e 22

Super. Consulting Services, Inc. v. Seeves-Kiss,
2018 WL 2183295 ((N.D. Cal. May 11, 2018) . . . . . oo e et e e e e e e e 22

TC Heartland v. Kraft Foods Group Brands,
137 S Ct. A514 (2007) .o ettt e e e 16

Tex. Sate Teachers Ass'nv. Garland Indep. Sch. Dist.,
A8 ULS. 782 (1980) . .ottt e e e 9

U.S Rubber Recycling v. Encore Intern.,
2011 WL 311014 (C.D. Cal. Jan. 7,2010) . . . oo v et et e e e e et e e 10

VHT, Inc. v Zillow Group,
918 F.3d 723 (Fth Cir. 2019) . ..ottt e e e 16

Werner v. Complex Media,
2020 WL 1435180 (SD.N.Y.Mar.24,2020) . .. .couiei it 2,21

Zenith Insurance Co. v. Breslaw,
108 F.3d 205 (Oth Cir.1097) . . . oot e e e 9

Motion for Award of Attorney Fees and Costs -Iv- Case No. 5:19-cv-05630-EJD




© 00 N oo o B~ w N P

N DN NN NN N DN P P PR R R R R R
N~ o oo A WON P O O 00 N OO0~ ODN O

28

Case 5:19-cv-05630-EJD Document 36 Filed 05/22/20 Page 6 of 29

STATUTESAND RULES

Copyright Act,
17U SIC.88 101 6 SEO. -« v v v v ettt et et 2,3,8,11,14,22
L7 U S C. 8O0, . .ttt 2
28 U .S . B L3O, ...t 16
28 U.S.C. 8100, . ..ttt 16
28 U.S.C.8LA00(A) « - vt vo ettt ettt et e e e 16

Federa Rules of Civil Procedure

RUIEAL(A)(L)(I1) « + v v e et e ettt e e e e e e e e e e 12
RUIEAL(A)(2). -« v vttt e e e e e e e e e 12

Motion for Award of Attorney Fees and Costs -V- Case No. 5:19-cv-05630-EJD




© 00 N oo o B~ w N P

N DN NN NN N DN P P PR R R R R R
N~ o oo A WON P O O 00 N OO0~ ODN O

28

Case 5:19-cv-05630-EJD Document 36 Filed 05/22/20 Page 7 of 29

INTRODUCTION

Plaintiff Erik Anderson filed this declaratory judgment action in response to repeated threats of
litigation from defendants Steven Hirsch and Mark Seliger (“ Defendants’). Once Andersonretained counsel
andfiled suit, Defendantsfiled amotionto dismiss; when it was denied, they backed down and i ssued broad,
irrevocable, judicially enforceablelicensesto Anderson for the use of all of their photos, not just those that
were the subject of their initial threats. Defendants' behavior reflects a tactic that their counsel, Mathew
Higbee, has employed many times: using near-identical threats of litigation to exact paymentsfrom Internet
users based on flimsy theories of copyright law—and then retreating when targets assert their rights.
Indeed, as Judge Seeborg recently noted in asimilar declaratory judgment action, Defendants' counsel is a
“leading filer” of copyright infringement demand |etterswho hasexhibited apattern of threatening litigation
and then dropping claims, decisions that “curiously coincide[] with the revelation each recipient [is]
represented by counsel.” Mockingbird Found. v. Quang-Tuan Luong, No. 19-CV-05671-RS, 2020 WL
858099, at *5 (N.D. Cal. Feb. 20, 2020). Another court, having faced a blizzard of copyright cases filed
by Mr. Higbee's firm, has bluntly raised the question whether one of its attorneys “may be deserving of
the title 'copyright troll.” Werner v. Complex Media, 2020 WL 1435180, at *2 (S.D.N.Y. Mar. 24, 2020).

The Copyright Act’ sfee-shifting provision is designed to encourage beneficial litigation and deter
abusivelitigation. Kirtsaeng v. John Wiley & Sons, 136 S. Ct. 1979, 1986 (2016); see17 U.S.C. 8§505. In
exercising their discretion to award feesto prevailing parties, courts consider the particular circumstances
of the case, including the objective unreasonableness of the underlying copyright assertions. Courts must
alsotreat copyright plaintiffs and defendantsalikein awarding attorney fees. Kirtsaeng, 136 S. Ct. at 1985.
In seeking to end Defendants’ basel ess threats, Anderson brought precisely the kind of beneficial litigation
the Copyright Act contemplates, and he prevailed. Anderson successfully defended against a motion to
dismissand achievedtherelief hislawsuit sought by obtaininganirrevocable, judicially enforceablelicense.
That license effectively bars Defendants from filing a future lawsuit against Anderson over infringement
claimsinvolving the photos at issue or any of Defendants’ other photographs, thus creating afinal, material
alteration in the legal relationship between the parties through the course of litigation.

As the prevailing party, Anderson is entitled to seek attorney fees and costs. Defendants pursued

unreasonabl e infringement claims—which were barred by clear Ninth Circuit caselaw—and did so in an

Motion for Award of Attorney Fees and Costs -2- Case No. 5:19-cv-05630-EJD




© 00 N oo o B~ w N P

N DN NN NN N DN P P PR R R R R R
N~ o oo A WON P O O 00 N OO0~ ODN O

28

Case 5:19-cv-05630-EJD Document 36 Filed 05/22/20 Page 8 of 29

unreasonable manner. Moreover, in accordancewith the aims of the Copyright Act, fees are necessary to
deter Defendants and the Higbee firm from continuing their pattern of threatening legally untenable
copyright litigation.

FACTS AND PROCEEDINGSTO DATE

A. Facts

Because the facts and proceedings through the filing of Defendant’s motion to dismiss were
recounted in detail, with detailed citations to the record, in Plaintiff’s opposition to the motion to dismiss
aswell asin the Court’s March 9 ruling denying that motion, these matters are only summarized here.

This proceeding was brought in responseto aseries of threatening letters and emails sent by thelaw
firm of Mathew Higbee and Associates on behalf of defendants Hirsch and Seliger to plaintiff Anderson,
aresident of Healdsburg, California. Anderson operated the website AwardswWatch.com, which carries
journalistic storiesabout the competitionsfor the Academy Awardsand other entertainment industry awards.
Inadditionto allowingreadersof hisarticlesto comment on those stories, Anderson al'so maintained alively
forum on a separate website, linked to from the AwardsWatch site, for public discussion of awards
competitions. As of last year, the forum carried roughly 2 million posts by about 8,000 separate usersin
16,000 separate discussion threads.

Beginning in April 2019, Anderson received a series of threatening letters from Mathew Higbee, a
Californiaattorney, some mailed to Anderson’shomein Californiaand some attached to emails, aswell as
several emails and phone calls from Higbee firm employees. Theletterstold Anderson that three separate
“deeplinks’ had been located on the AwardsWatch forum that allowed forum users to see copyrighted
photographs taken by two of the Higbee firm's clients.? One letter complained about deeplinks to two
different photographsby Mark Seliger, and another complained about adeeplink to aphotograph by Steven

! Record citations include the First Amended Complaint (“FAC”); unless otherwise noted,
the Anderson and Levy Affidavits cited in this section are the affidavits submitted with Plaintiff’s
opposition to the motion to dismiss. Levy Second Affidavit refers to the affidavit submitted with
this motion.

2 A deeplink is a hyperlink to another web site where photographs are displayed. The link
allowsviewers of the AwardsWatch forum to see the photograph within the forum by “pulling” the
image directly from the non-AwardsWatch server where it is hosted so that it is displayed to the
viewers personal devices. FAC {17.

Motion for Award of Attorney Fees and Costs -3- Case No. 5:19-cv-05630-EJD
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Hirsch. Theletters demanded payment of $17,000 and $6,750, respectively, and warned that if these sums
were not paid promptly, Anderson’s damages would “quadruple or more,” he would be held liable for the
Higbee firm’ s attorney fees, and he could face wage garnishments, liens on his property, and other costs.
Anderson had neither posted nor encouraged the posting of these deeplinks; in fact, hewasunaware
of the deeplinks or indeed of the forum posts containing them until the Higbee firm wrote to him in 2019.
FAC 1 20. Although Anderson promptly told the Higbee firm that he was arranging to have the
complained-of links removed, and that he had made no money from the alleged infringement, the Higbee
firm persisted with a series of increasingly threatening emails and letters. Some of these communications
camefrom Mr. Higbee himself, some came from staff attorneysin the Higbee firm, and some from Higbee
firm employees who identified themselves as “ Compliance Resolution Specialists.” The emails warned
Anderson that hisonly chanceto escapewith arelatively low payment as set forth in the demand | etterswas
to make payment promptly. Otherwise, the matter would be “ escalated” to the law firm’ s litigation team.
In May and June 2019, the Higbee firm sent Anderson a pair of draft federal complaints with cover letters
that warned they would befiled if Anderson did not pay the demanded amounts. Thefirst draft complaint
(relating to Hirsch) bore a caption indicating that it would befiled in the Northern District of California, on
the ground that Anderson is “a business entity incorporated in the State of California,” that he “residesin
thisjudicial district,” and that he hasa*® regular and established place of business’ inthisdistrict. Anderson
Aff., EX. 7 15-6. Theother draft complaint (relating to Seliger and sent 12 days after the Hirsch draft) bore
acaptionindicating that it would befiled in the Southern District of New Y ork, on the (erroneous) grounds
that Anderson “is abusiness entity incorporated in the State of New Y ork,” that he residesin the Southern
District of New Y ork, and that he hasa“regular and established place of business’ in the Southern District.
Anderson Aff. Ex. 8 15-6. (Infact, Anderson owned AwardsWatch personally, not through a corporation,
and resided only in Healdsburg, California. FAC 7). The draft complaints escalated the photographers
claims, seeking relief not just for the alleged infringement in the three photographs originally identified in
the demand letters but also seeking injunctive relief against “infringement of all copyrighted works of the
Plaintiff.” Initially, the two photographers' threats against Anderson were pursued separately. But in the
final email sent before this action was filed, the Higbee firm attorney who had threatened to file suit on

Seliger’s behalf in New York mentioned the threats to Anderson regarding the deeplink to a Hirsch
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photograph, indicating that both would have to be resolved to avoid litigation. Anderson Aff. Ex. 10.

Because Anderson was located in California and did not have a place of business anywhere else,
because AwardsWatch was not incorporated anywhere, and because federal courts have exclusive
jurisdiction in copyright litigation, any litigation they might file would be decided under Ninth Circuit
copyright law precedents. And asdiscussed below, Ninth Circuit law precludestheinfringement claimsthat
Seliger and Hirsch were asserting. Indeed, as aresult of previous communications, Levy Second Aff. 74
and Ex. M, the Higbee firm knew that these established precedents barred the copyright claims that they
were asserting against Anderson.

B. Proceedingsto Date.

On September 6, 2019, Anderson filed this action seeking a declaratory judgment that he was not
liable for infringement of Defendants’ copyrights. But to further protect himself against claims based on
futurepostingsto theforum, Anderson gave up ownership of theforumto former volunteerswho had hel ped
him operate the forum. FAC 1 15; Anderson Aff. 7.

Defendants' counsel offered to simplify the litigation and avoid discovery so that the legal issues
could be decided in this Court and on appeal. But his condition for keeping the litigation inexpensive was
that Anderson drop any claim for attorney fees. Levy Aff. 5. When Anderson, having been threatened
with exorbitant liability, refused to surrender his monetary claims against Defendants, their attorney, Mr.
Higbee, executed avolteface. InaNovember 1 email, heinsisted that the deeplinking onthe AwardswWatch
forum was infringement, claiming that the Ninth Circuit authority was wrong or distinguishable, and that
Anderson could be held liable despite the Ninth Circuit’s caselaw on volition. However, he also
claimed that his clients had now lost interest in pursuing the case because, he said, his firm had decided
months earlier that Anderson was judgment-proof and hence his clients lacked the financial incentive to
pursue litigation in which they could not recover any funds. Therefore, he said, Hirsch and Seliger were
issuing licenses to allow the three deeplinks that had been posted to the AwardsWatch forum, and he
demanded that this suit be dismissed. Levy Aff. {6 and Exh. B.

Thisoffer, however, did not sufficiently protect Anderson’ sinterests. Asthe former host of aforum
onwhich millions of posts have appeared, possibly including either posts or deeplinksto photographstaken

by Seliger and Hirsch, Anderson’ sgoal in pursuing thislitigation had beento protect hislegal interestsand
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bring an end to defendants’ persistent threats by securing a court ruling establishing that any existing
deeplinks to Defendants photographs had not infringed Defendants copyrights and in any event that
Anderson was not liable for hosting such alleged infringement.

But the license Mr. Higbee was offering would allow Seliger and Hirsch to threaten and sue, again
and again if they chose, over deeplinking to any of Defendants other photographs. Anderson also knew
that, just afew days before, Mr. Higbee had stated his clients' willingness to pursue the litigation (so long
as Anderson’s monetary claims against them were dropped). And Anderson knew that, in a number of
past cases, Mr. Higbee had warned alleged infringers of his clients' copyrights that they could be sued for
alleged infringement occurring several years before. Levy Aff. 1 22-23. One of those threats had
been issued on behalf of Defendant Seliger. 1d. § 23.

Accordingly, Anderson declined to dismissthelawsuit, explaining that, once aconcrete controversy
exists, the Supreme Court’ srulingin Already, LLCv. Nike, Inc., 568 U.S. 85 (2013), does not permit aparty
to moot litigation in which acase or controversy existed at the outset ssmply by ending itsunlawful conduct.
Rather, the defendant then bears the “formidable burden of showing that it is absolutely clear the alleged
wrongful behavior could not reasonably be expected to recur.” Levy Aff. 7 and Ex. C, citing 568 U.S. at
91. By email dated November 7, Mr. Higbee dightly expanded the license his clients were granting, but
because the license was still limited to three specific photographs, Anderson declined to dismiss unless
Hirsch and Seliger granted alicense (or issued a covenant not to sue) that extended to any past deeplinking
on the AwardsWatch forum. Levy Aff. §{ 8-9 and Ex. D. Anderson then amended his complaint to
specifically delineate the case or controversy that remained in the case. DN 12.

At that point, Hirsch and Seliger could have granted the license needed to meet the Already v. Nike
standard, sparing Anderson and the Court the needl essburden of continuingtolitigateacasethat Defendants
claim they did not want to pursue. Instead, Defendantsforged ahead with amotion to dismiss the amended
complaint asmoot. DN 16. Their motion made no mention of Already v. Nike, and did not cite any cases
pertaining to whether and when voluntary cessation of challenged conduct can make a case moot; instead,
they cited only casesshowing that a caseor controversy must exist at the outset of litigation and throughout
the case. They also argued that Anderson’ stransfer of ownership of the forum deprived him of standing to

seek ajudgment of non-liability for deeplinks that had been posted while he owned the forum, without any
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effort or citation to caselaw to explain how claims about past infringement by Anderson could have been
barred by atransfer of ownership.

In addition to ignoring the relevant law, the motion to dismiss rested on fal sefactual assertions. For
exampl e, the motion asserted that Seliger and Hirsch had only complained about the hosting of three specific
photographs, DN 17 at 9, ignoring thedraft complaintsthat they had sent demandinginjunctiverelief against
infringement of any of their copyrightsworks. Anderson Aff. 11 3(g) and (h) and Ex. 7 and 8. The motion
to dismiss aso falsely claimed that Anderson had demanded legal protection for the deeplinking of
photographs taken by other Higbee firm clients. DN 17 at 8-9.

This Court denied Defendants’ motion to dismiss on February 20, 2020. DN 27. The Court made
short work of deciding that therewas alive controversy in September 2019 when the casewasfiled, noting
that Defendants did not dispute the existence of a case or controversy at that time. Id. at 6. The question
then was whether the Hirsch and Seliger licenses mooted the litigation; the Court held that they did not.
Comparing the breadth of the covenant offered in Already v. Nike with the narrow license that defendants
had offered, the Court explained that the licenseswere “ confined to the three photographsidentified in the
FAC,” thereby “leav[ing] Andersonand forum usersexposed to potential litigation andliability for deeplinks
to other copyrighted photos.” Id. at 7. Infact, observing that there were millions of posts ontheforum, the
Court noted that the proffered licenses* do not stop Defendantsfrom simply finding another deeplink on the
forum and sending Anderson another threatening letter after the caseisdismissed.” Id. Thevery fact that
Defendants had refused to extend their licenses to their remaining photographs called into question their
motives, “which suggeststhat Defendantsintended to preservetheir right to file other suitsagainst Anderson
in the event that they locate other deeplinks that were posted on the forum while Anderson was the
owner.” Id. at n.3. Finaly, the Court noted that Anderson had standing to seek declaratory relief against
claims that he was liable for anything posted while he owned the forum, because defendants “ cite no legal
authority and offer no reason beyond mere conclusions to support their [standing] argument.” 1d. at 8.

On March 10, 2020, Plaintiff’s counsel notified Mr. Higbee that Anderson planned to file amotion
for summary judgment in time to have it considered at the Case Management Conference scheduled for
April 23, 2020. Counsel also reiterated, as previously explained to Defendants' counsel in November, that

the complaint would be dismissed if his clientsissued either an irrevocablelicense or acovenant not to sue
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over the hosting of deeplinks to any Hirsch or Seliger photograph. Levy Second Aff. 3 and EX. L.
Defendants finally relented and issued irrevocable licenses on March 17, 2020. DN 28-1. They
acknowledged that they were issuing the licenses to avoid having to defend the copyright infringement
claimsthat they had previously asserted, and only because A nderson was seeking an award of attorney fees.
Id. Asaresult of this broad irrevocable license, Anderson has now obtained an enforceable bar against
future litigation over the past posting of Defendants’ photographs or any deeplinks to those photographs.

Having achieved success on the merits of thelitigation, as sought by the First Amended Complaint,
Anderson filed avoluntary dismissal of thelitigation on March 20, 2020, requesting that the Court approve
that dismissal. Thedismissal was so ordered on that samedate. Theirrevocablelicense, whichisjudicialy
enforceableagainst the defendant, haswrought afinal and material changeinthelegal relationship between
the parties. Consequently, Anderson now seeks an award of attorney fees and costs on the ground that he
has prevailed in the litigation, and that Defendants' infringement claims were both unreasonable on the
merits and pursued in an unreasonable manner. 3
l. ANDERSON HASPREVAILED INTHISLITIGATION.

A successful declaratory judgment plaintiff can seek an award of attorney fees under the Copyright
Act, Doc’s Dreamv. Delores Press, No. 18-56073 (9th Cir. May 13, 2020), at * 13, and Anderson is the
prevailing party in thislitigation. To beaprevailing party, alitigant must show that thelitigation produced
a“material ateration” of the “legal relationship of the parties.”” Cadkin v. Loose, 569 F.3d 1142, 1148,
1149 (9th Cir. 2009) (citing Buckhannon Bd. & CareHomev. West Virginia Dep't of Health & Human Res.,
532 U.S. 598, 604 (2001)). In Cadkin, the Ninth Circuit’sleading decision on prevailing party status under
the Copyright Act, the plaintiff voluntarily dismissed the infringement litigation without prejudice. The
Ninth Circuit held that such adismissal did not makethe defendant aprevailing party becausethevoluntary
dismissal did not alter the defendant’ s legal relationship vis-a-vis the plaintiff. At the sametime, Cadkin

~® The other declaratory judgment action filed in this district over a Higbee firm demand to
a different online forum host based on the posting of deeplinks was similarly resolved by the

denial of a motion to dismiss on mootness grounds, followed by the issuance of an irrevocable
license by the photographer involved in that case. The Mockingbird Foundation v. Luong, 3:19-
cv-05671-RS, 2020 WL 858099, at *5 (N.D. Ca. Mar. 9, 2020). Because of the limited
income of the photographer-defendant in that case, the parties subsequently stipulated to an
attorney fee award against him in the amount of $10,000. Id., DN 35.
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indicated, through its approving citation of cases from other circuits, that a voluntary dismissal with
prejudicewould makethe defendant aprevailing party, in that the dismissal aloneissufficient to changethe
legal relationship in defendant’ s favor. Id. at 1149. What the Ninth Circuit did not addressin Cadkin is
whether, when a copyright declaratory judgment defendant issues an irrevocable license for the express
purpose of securing a voluntary dismissal of the declaratory judgment lawsuit without prejudice, that
exchangeproducesamaterial aterationintheparties’ legal relationship that similarly warrantsaconclusion
that the plaintiff isaprevailing party. So far as Anderson’ sresearch has determined, that isan issue of first
impression. As explained below, considerations of logic, precedent, and public policy warrant treating
Anderson as aprevailing party in this case given its atypical procedural posture.

A. The “touchstone” of the prevailing party anaysis is the material ateration of the lega
relationship between the parties. Irvine Unified Sch. Dist. v. K.G., 853 F.3d 1087, 1092 (9th Cir. 2017)
(quoting Tex. Sate Teachers Ass' n v. Garland Indep. Sch. Dist., 489 U.S. 782, 792-93 (1989)). Cadkin
established that the key inquiry in the material ateration analysisiswhether the parties remain “subject to
therisk of re-filing” of theclaims. 569 F.3d at 1149 (quoting Oscar v. AlaskaDep’t of Educ. & Early Dev.,
541 F.3d 978, 981 (9th Cir. 2008)). Where that future risk has been eliminated, there is a clear material
changein the parties’ relationship. Id. at 1150.

CourtsintheNinth Circuit have hel d—based on Cadkin and longstanding precedent that aplaintiff’s
voluntary dismissal with prejudice makes the defendant aprevailing party, Zenith Ins. Co. v. Breslaw, 108
F.3d 205, 207 (9th Cir. 1997) (abrogated on other grounds)—that when, in the usual procedural posture of
an infringement case, an intellectual property owner sues for infringement and then issues a covenant not
to sue (or smply stipulates to dismissal) with prejudice, the defendant becomes the prevailing party for
attorney feespurposes. See, e.g., Nutrivita Labs. v. VBSDistribution, 160 F. Supp. 3d 1184, 1190 (C.D. Cal.
2016), aff'd, 697 Fed. App'x. 559 (9th Cir. 2017) (holding that infringement plaintiff’s stipulated
dismissal with prejudice, by whichthe plaintiff “ agreed to never reassert these claimsagainst [the defendant]
in federal court,” was “a sufficient alteration in the parties' legal relationship to confer prevailing party
status’ on the defendant under Cadkin and Buckhannon) (copyright and trademark claims); DRK Photo
v. McGraw-Hill Glob. Educ. Holdings, 2019 WL 450882, at *2 (D. Ariz. Feb. 5, 2019), appeal dismissed,
2019 WL 2407327 (9th Cir. Mar. 15, 2019) (copyright claims, citing Nutrivita); Experience Hendrix v.
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The James Marshall Hendrix Found., 2005 WL 2922179, at *6 (W.D. Wash. Nov. 4, 2005), aff'd, 240
Fed. App'x. 739 (9th Cir. 2007) (trademark claims).

Similarly, apart from the appellate decisions in copyright cases that were cited with approval in
Cadkin, courts of appealsin other circuits have held that the plaintiff’ s voluntary dismissal with prejudice
of suits brought under other statutes makes the defendant the prevailing party in the case. Carter v.
Incorporated Village of Ocean Beach, 759 F.3d 159, 166 (2d Cir. 2014) (voluntary dismissal with prejudice
of some claims, atop summary judgment on others, made defendant the prevailing party on al claims);
Cantrell v. IBEW Local 2021, 69 F.3d 456, 458 (10th Cir. 1995) (en banc) (citing cases). Although the
Ninth Circuit has never squarely confronted that issue in the copyright context, Cadkin contains strong
dictum that voluntary dismissal with prejudicewould makethe defendant aprevailing party by changing the
legal relationship among the parties.*  After all, Cadkin expressly approved of the Sixth and Seventh
Circuit’s holdings that dismissal with prejudice makes the defendant the prevailing party in a copyright
infringement action. 569 F.3d at 1149. That holding contrastswith the factsin Cadkin wherethe voluntary
dismissal was without prejudice.

But even dismissal without prejudice does not and should not categorically bar a prevailing party
determinationin an appropriate case. For example, Judgelllston, inanother case with a*“ unique procedural
posture” where one party obtained “everything he wanted” and the other was “ precluded from refiling,”
found that the party that obtained the relief he sought had a viable “claim that he was the prevailing party,
notwithstanding that the underlying case was dismissed without prejudice.” J.B. exrel. H.S. v. San Jose
Unified School Dist., No. C 12-06358 Sl., 2013 WL 1891398, at *4 (N.D. Cal. May 6, 2013).

This, too, isaprocedurally unusual case, but hereit is Defendantswho atered the legal relationship

* Some district courtsin patent cases, applying Federal Circuit law, have questioned whether
adeclaratory judgment defendant's grant of a covenant not to sue for infringement, and subsequent
dismissal of the action without prejudice, makes the plaintiff a prevailing party, at least when no
infringement claimsor counterclaimswereever first made against the declaratory judgment plaintiff.
See, eg., HTC Corp. v. Tech. Properties Ltd., 2014 WL 3706617, at *4 (N.D. Cal. July 21, 2014);
U.S Rubber Recycling v. Encore Intern., 2011 WL 311014, at *7-8 (C.D. Cal. Jan. 7, 2011). But
those casesnot only do not apply Ninth Circuit law, they a so do not involvethefacts presented here,
where Defendants counsel repeatedly threatened Anderson with suit and serious financia
consequences over alleged copyright infringement and even sent Anderson two draft infringement
complaints that he said would be filed.
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among the parties in favor of the plaintiff. Following Defendants capitulation and issuance of broad
irrevocable licenses—which expressly stated that they were for the purpose of ending the merits
litigation—Anderson is no longer “subject to therisk of re-filing” of the claims that Defendants originally
threatened, effectively satisfying the test that the Ninth Circuit articulated in Cadkin. 569 F.3d at 1149. In
this case, the future risk of re-filing by Defendants has been eliminated. Asaresult, thislitigation and the
resultingjudicially enforceablelicense have created afinal, material changeintheparties’ legal relationship
of the same sort that resultswhen acopyright owner dismissesasuit with prejudicein atypical infringement
case.

If this was atypical case—that is, if Defendants had followed through on their threats and sued
Andersonfor infringement and then subsequently relented by issuing identical licensesand dismissing their
cases—Anderson would indisputably be the prevailing party. The outcome should be no different ssmply
becausetheprocedural postureof thiscaseisreversed. When adeclaratory judgment plaintiff like Anderson
obtains through litigation ajudicially enforceable license that fully and irrevocably ends the litigation and
bars the copyright owner from pursuing any future infringement claims, the ateration in the parties’ legal
relationship in the alleged infringer’s favor isidentical. In either case, Defendants would thenceforth be
legally barred—in one case by resjudicataand in theother by thejudicially enforceabl elicense—from suing
Anderson over the alleged infringement. Under these circumstances, that Anderson as a declaratory
judgment plaintiff dismissed his case without prejudice should not affect this outcome.

Asthe Supreme Court heldin Fogerty v. Fantasy, 510 U.S. 517 (1994), and reaffirmedin Kirtsaeng,
the standardsfor awarding attorney feesunder the Copyright Act should be neutral asbetween plaintiffsand
defendants. 136 S. Ct. at 1985 (citing Fogerty, 510 U.S. at 527). Thus, when declaratory judgment
defendants relinquish their copyright claims by making ajudicialy enforceable commitment not to pursue
previously threatened infringement claims, the prevailing party determination should be just as favorable
to adeclaratory judgment plaintiff that has protected hisrights asit would be to a defendant who has been
sued for infringement. Accordingly, Anderson should be considered the prevailing party in this case.

B. The hesitancy of some district courts to recognize prevailing party status where a case was
dismissed without prejudicewas based, in part, on the proposition that avoluntary dismissal that is entered

without acourt order under Rule41(a)(1)(ii), rather than being ordered pursuant to acourt’ sdiscretion under
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Rule41(a)(2), generally doesnot havethejudicial imprimatur required to makeeither sideaprevailing party
pursuant to the Supreme Court’ s reasoning in Buckhannon Bd. & Care Homev. W. Va. Dep’t of Health &
Human Res., 532 U.S. 598 (2001). That concern is inapposite here. In Buckhannon, the Supreme Court
refused to adopt the* catalyst” theory to grant attorney feesin acase wherethe state legislaturetriggered the
relief sought by changing the underlying law. Id. at 603-05. The Court ruled that the change in law, which
occurred due to the defendant's voluntary action entirely outside thelitigation, did not effect achangein
the legal relationship between the parties (that is, the West Virginialegislature could have changed its law
again) and did not involve any judicia imprimatur. The chief concern with the catalyst theory was the
administrability of courtsinferring that events outside the litigation were due to the lawsuit itself.

Thiscaseisdifferent. Here, the Court need not infer from the circumstancesthat events outside the
litigation may have been caused by thelitigation, and the case was not resol ved by any extra-judicial events.
Here, Anderson wasforced to file and litigate a declaratory judgment action, and successfully obtained this
Court’s order denying Defendants' motion to dismiss that action. In light of that order, both Defendants
granted anirrevocableand judicially enforceablelicenserelieving Anderson of any liability for thevery acts
that were the basis for Defendants' threats of litigation. The licenses, which were submitted with the so-
ordered dismissal, DN 28 and 28-1, also bar the filing of any future suit based on those acts, explainingin
the license itself that the reason for the license was to end the litigation in plaintiff’s favor. Unlike
Buckhannon, here there was no change in the underlying law, but rather solely a change in the lega
relationship of the parties as a direct result of actions within the litigation.

Accordingly, although demanding judicial imprimatur makes sense when mootness occursbecause
of changes outside the litigation, aformalistic, separate judicia imprimatur should not be required where,
ashere, aparty granted an irrevocablelicense due entirely to events within the litigation and for the express
purpose of securing dismissal of the declaratory judgment action, and where that license fully and finally
effects a material alteration in the legal relationship between the parties. As the court said in NEXUS
Servicesv. Moran, 2018 WL 1461750 (W.D. Va. Mar. 23, 2018), aff' d, 750 Fed. App'x. 241 (4th Cir. 2019):

In the factual context of the Buckhannon case, it made sense to require “judicially

sanctioned” relief. But where—like here and unlike Buckhannon—the changeto the parties

relationship occursin the lawsuit itself and finally and forever disposes of al claimsraised

in that litigation, there is a judicial imprimatur. Put differently, this court interprets
Buckhannon as meaning that a “judicial imprimatur” results where the result is achieved
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through the litigation, not outside of it as in Buckhannon.

Id. at *14.

Under the circumstances of this case, as in NEXUS a formalistic requirement of separate judicial
imprimatur is inapposite.  And in any event, if the Court finds it necessary, imprimatur can be seen in
the Court’s opinion and order denying the motion to dismiss and explaining the insufficiency of
Defendants' initial license.

C. Recognizing Anderson as the prevailing party also reflects sound public policy. Thereis a
well-known problem of lawyers sending basel ess demand | etters and other legal threats for the purpose of
exacting paymentsfrom innocent Internet users—all the while being prepared to back down when thetarget
fights back with a declaratory judgment suit. See Design Basics v. Lexington Homes, 858 F.3d 1093,
1097-98 (7th Cir. 2017) (“[ O] pportunistic holdersof copyrights, patents, and other intellectual property have
devel oped unsavory reputationsfor ‘trolling,” bringing strategicinfringement claimsof dubious meritinthe
hope of arranging prompt settlements with defendants who would prefer to pay modest or nuisance
settlements rather than be tied up in expensive litigation. Like the proverbial troll under the bridge, these
firmstry to extract rents from market participants who must choose between the cost of settlement and the
costsandrisksof litigation.”). Without counsel to advise them and protect their rightsin court, thesetargets
are likely to enter into the demanded licensing agreements at the cost of several hundred to thousands of
dollars. Unfortunately, the cost of retaining an attorney usually exceedsthe demands, creating an enormous
pressuretoyield. Levy Aff.{21. By granting attorney feesin these situations, acourt can deter partiesand
attorneys from engaging in such tactics.

To besure, as Judge Seeborg of this Court recently noted in aparallel case with highly similar facts,
Mockingbird Found., 2020 WL 858099, at *5 (N.D. Cal. Feb. 20, 2020), Defendants’ counsel and hisfirm
have a long history of issuing claims of infringement and demanding payment in amounts that, while
considerable to many targets, are too small to justify retaining an attorney. Mr. Higbee has acknowledged
that his practiceisto issue demand | etters—even wherelitigation on the asserted claims could not possibly
succeed—when his clients are determined to extract payments. See Levy Aff. Ex. K. And the temptations
to abuse the process are seemingly enormous. A Higbee firm recruitment video recently located on

Y ouTube apparently portrays staff members whosejob it isto intimidate demand-letter targets into paying
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money to avoid “escalation” to litigation, Levy Aff. 21, as operating under “daily goals’ that apparently

expect them to earn their firm, jointly, roughly $100,000. Levy Second Aff. 7 and Ex. P.

In these circumstances, if Defendants and their counsel are ableto simply drop the claims and walk
away every time a target files a protective declaratory judgment suit—as in this case, as well as in
Mockingbird v. Luong, Schlossberg v. Luong, No. 5:19-cv-02497 (N.D. Cal. May 8, 2019), and MLTSHP,
Inc. v. 7410, Inc., No. 2:20-cv-01258 (C.D. Cal. Feb 07, 2020)—they have no disincentive for continuing
to make baseless, coercivethreats of litigation. SeeLevy Aff. 130. Deeming Anderson a prevailing party,
and thereforeeligible for attorney fees, would deter copyright owners such as Defendantsfrom engaging in
the demand letter practice revealed on thisrecord. See DN 25, at 9.

. HIRSCH’SAND SELIGER’SCOPYRIGHT CLAIMSWERE UNREASONABLE ON THE
MERITSANDWERE PURSUED INANUNREASONABLE MANNER,WARRANTING AN
AWARD OF ATTORNEY FEESFOR COMPENSATION AND DETERRENCE.

Having determined a party has prevailed within the meaning of the Copyright Act, courts make a
particul arized assessment to consider the unique circumstances, giving substantial weight to the objective
unreasonableness of the non-prevailing party’ s copyright assertions. SeeKirtsaeng, 136 S. Ct. at 1986-88.
This Court should award attorney feesto Anderson not only because Defendants' threats and demandswere
barred by more than adecade of Ninth Circuit precedent, but al so because Defendants pursued these claims

via harassing tactics that border on misconduct.

A. Thelnfringement ClaimsAgainst Anderson WereUnreasonableBecause They
WereBarred by Clear Ninth Circuit Precedent.

DefendantsHirsch and Seliger could not have prevailed ontheinfringement litigation they threatened
tofileagainst Anderson. Infact, their claimswerebarred by two clear lines of Ninth Circuit precedent: The
first precludes infringement claims based on deeplinking, and the second rejects infringement claims that
lack avolitional act as a proximate cause of the actual infringing activity. Defendants knew about these
precedents—in part becausethey wereexpressly told about them by Plaintiff’ scounsel—yet Defendantsand
their counsel nevertheless dogged Anderson with litigation threats and demands for payment over claims
that were fundamentally untenable in the only venue in which they could have sued him for alleged
infringement.

As a preliminary matter, Defendants’ claims against Anderson would have to be assessed under

Motion for Award of Attorney Fees and Costs -14- Case No. 5:19-cv-05630-EJD




© 00 N oo o B~ w N P

N DN NN NN N DN P P PR R R R R R
N~ o oo A WON P O O 00 N OO0~ ODN O

28

Case 5:19-cv-05630-EJD Document 36 Filed 05/22/20 Page 20 of 29

Ninth Circuit law based on fundamental tenets of civil procedure. Anderson himself was located in this
district, asthe Higbee firm knew. The firm mailed multiple lettersto Anderson’shome in Healdsburg and
exchanged multipleemailsinwhich Anderson disclosed histel ephone number with a415 areacode. Indeed,
the draft complaint that the Higbee firm sent on Hirsch’'s behalf was captioned for filing in the Northern
District of Californiaand alleged jurisdiction and venue solely based on Anderson’ slocationinthisdistrict.
It alleged that Anderson “residesin” the Northern District, DN 21-1, Ex. 7, § 6, that he hasa“regular and
established place of business’ in this district,” id., that he is “a business entity operating in the City of
Healdsburg” and “ conducted business within the City of Healdsburg,” 19, and that he is “abusiness entity
residingwithinthe Stateof California,” 110, hencethat hisinfringement happened here. Thedraft complaint
also aleged (erroneoudly) that Andersonis*abusiness entity incorporated in the State of California,” 10,
even though AwardsWatch was never incorporated. In fact, Anderson has resided in Healdsburg and has
operated AwardsWatch as a sole proprietorship at his Healdsburg home. FAC 1 7.

Representing Seliger, by contrast, the Higbee firm sent Anderson a draft complaint that was
captioned for filing in the Southern District of New Y ork. It inexplicably made erroneous assertions about
Anderson’ sresidenceand placeof businessthat Mr. Higbeeknew, or at |east should have known, werefal se.
It claimed, wholly inaccurately, that Anderson resides in the Southern District of New Y ork, that he has a
regular and established place of business in the Southern District, Anderson Aff. Ex. 8 1 5-6, and that he
“isabusiness entity incorporated in the State of New Y ork,” even though Anderson did not reside or have
aplace of businessin New Y ork and is not incorporated.

These alegations were flatly contradicted by the assertions in the draft Hirsch complaint that had
been sent 12 daysearlier. Moreover, having sent mail to Anderson’ shomein Healdsburg, and having called
him at his Healdburg home using his 415 area code telephone number, FAC 1 12, 22, 25, 30, the Higbee
firm knew that Anderson resided in Californiaand not in New York. Perhaps they did not look into the
guestion of whether he was a sole proprietorship, but both New Y ork and California make it easy to do
corporation searches online, and had the Higbee firm looked, they would have learned that AwardswWatch
was nhot incorporated.

Knowing that Anderson wasin California, Seliger and Higbee should have recognized that Seliger

could not have sued Anderson in New York for reasons of both venue and personal jurisdiction. The

Moation for Award of Attorney Fees and Costs -15- Case No. 5:19-cv-05630-EJD




© 00 N oo o B~ w N P

N DN NN NN N DN P P PR R R R R R
N~ o oo A WON P O O 00 N OO0~ ODN O

28

Case 5:19-cv-05630-EJD Document 36 Filed 05/22/20 Page 21 of 29

Copyright Code's venue provision alows suit only where the “ defendant or his agent resides or may be

found,” 28 U.S.C. §1400(a), whichin thiscaseisindisputably the Northern District of California.® Second,

New Y ork’slong-arm statute allows out-of-state defendants to be sued for torts having effects in the state

of New Y ork only when the defendant has a substantial revenue from interstate commerce, which Seliger

could not have shown. Penguin Group (USA) v. American Buddha, 2013 WL 865486, at *4-*6
(SD.N.Y. March 7, 2013). As the cases cited in Penguin Group indicated, “substantial revenue,”
generally requires annual interstate revenuesin the five or even six figures, i.e., in excess of $10,000, and
Seliger had no reason to think he could meet that test. See FAC § 14. To the extent the Defendants or
their counsel assert they could have sued anywhere other than California under Ninth Circuit law, this
jurisdictional claim itself is an unreasonable one.

Focusing on the Ninth Circuit, two lines of Circuit precedent bar the claims Defendants threatened
against Anderson. First, the Ninth Circuit held more than ten yearsago that deeplinking to aphotograph on
aremote server does not constitute copyright infringement so long as the copyrighted image does not rest
on theinfringer’ sown server—the “server test.” Perfect 10 v. Amazon, Inc., 508 F.3d 1146, 1160-63 (9th
Cir. 2007). TheNinth Circuit reaffirmed that precedent last yearin VHT, Inc. v. Zillow Group, 918 F.3d 723
(9th Cir. 2019). And yet, the only infringementsthat either Hirsch or Seliger alleged against Andersonwas
over deeplinking to aphotograph on aremote server. Mr. Higbee apparently had in mind to argue both that
the Ninth Circuit’ s construction of copyright law was wrong and that its server test was limited to search
engines. Levy Aff. Ex. B. Here, too, Defendants counsel ignored that the Ninth Circuit has applied the
server test beyond search engines. See VHT, 918 F.3d 723 (applying the server test to a real estate
marketplace website); see also Flava Works v. Gunter, 689 F.3d 754, 757 (7th Cir. 2012) (applying the
server test to deny an infringement claim based on deeplinking by users of a social bookmarking service).

The Ninth Circuit has also rejected Defendants' theory that Anderson could be found liable for
materials posted to its forum by third parties without Anderson’s encouragement or awareness. Any

copyright infringement claim in the Ninth Circuit must show that a volitional act by the infringer was a

® Section 1400 supplants the general venue statute, section 1391, for patent and copyright
lawsuits. Atlantic Marine Const. Co. v. U.S. Dist. Ct. for W. Dist. of Texas, 571 U.S. 49,56 n. 3
(2013); TC Heartland v. Kraft Foods Group Brands, 137 S. Ct. 1514, 1519 (2017).
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proximate cause of the aleged infringement. Fox Broad. Co. v. Dish Network, 747 F.3d 1060, 1067 (Sth
Cir. 2014). In adopting this “volitional-conduct requirement,” the Ninth Circuit is aligned with “every
circuit to addressthisissue.” BWP Media USAv. T & S Software Associates, 852 F.3d 436, 440 (5th Cir.
2017); seealso BWP Media USA V. Polyvore, Inc., 922 F.3d 42, 47 (2d Cir. 2019); Leonard v. Semtech Intl.,
834 F.3d 376, 387 (3d Cir. 2016); CoSar Grp. v. LoopNet, Inc., 373 F.3d 544, 551 (4th Cir. 2004). To be
held liablefor direct infringement for infringing materials posted by third-party users, awebsite host must
have engaged in somevolitional act that caused the infringement. Thereisno suggestion or evidence of any
volitional act in this case. Anderson himself did not post the deeplinksto the copyrighted images. Rather,
forum users posted the deeplink and did so without any involvement by Anderson or even his knowledge
until he received the demand letters.’

Moreover, Defendants' counsel were demonstrably aware of these disqualifying precedents, even
asthey threatened to sue Anderson if he did not pay over $20,000 in damages. In fact, Anderson’s counsel
brought these lines of authority to the attention of Mr. Higbee. First, in aprior case in which one of Mr.
Higbee's clients threatened to sue for copyright infringement based on the hosting of a deeplink to a

photograph, undersigned counsel Mr. Levy explained to Mr. Higbee how Ninth Circuit precedent barred

® A website host who derives direct financial benefit from the hosting of infringing content
could under limited circumstances be liable on aclaim for vicariousinfringement. Defendants and
their counsel never suggested while this case was pending on the merits that they had ever
considered atheory of vicariousinfringement. But Mr. Higbee has now, after thelicensewasissued
and the case dismissed, indicated that he plans to argue that, even if Defendants could not have
established a direct infringement claim, he believed he could have prevailed on secondary
infringement. Unlike here, Mr. Higbee did make such an argument on behalf of another client who
had sent demand | etter to ahosting client in MLTSHP, Inc. v. 7410, Inc., the case discussed in Levy
Aff., Ex. K. That argument could not possibly have worked against Anderson, because defendants
could not reasonably arguethat the presence of copyrighted material onthe AwardsWatchforumwas
a"draw" for new users, aswasthe casefor companies such as Grokster and Napster which provided
a way to download music recordings for free instead of buying them. To establish vicarious
infringement, Defendants would have had to show “that customerswere drawn to [AwardsWatch's
forum] because of theinfringing [ Seliger or Hirsch material] atissue.” Perfect 10, Inc. v. Giganews,
Inc., 847 F.3d 657, 674 (9th Cir. 2017); seealso Ex. K, wherethisargument was addressed at greater
length. Defendants had no evidence that even asingle user was drawn to Anderson’'s forum by the
presence of the two Seliger photographs or one Hirsch photograph, buried among the millions of
posts on that forum, which the Higbee firm found only by using reverseimage search software. Nor
is such a “draw” plausible, considering that the photographs were available for viewing in the
various publications to which Defendants had granted licenses.
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suchaclaim. Levy Second Aff., Ex M. When Mr. Higbee persisted with hislitigation threatsin that case,
the target of those threats sued Mr. Higbee' sclient for adeclaratory judgment of non-infringement. Ashis
clients have done here, the Higbee client in that case promptly backed off and agreed not to seek relief.
Defendants and their counsel were, therefore, on notice that their claims based on deeplinking on forums
could not be sustained. Additionally, in a separate, later case, alawyer from Mr. Higbee's firm admitted
volition isarequired element for any copyright claim. Inthat case, thefirm’sclient pursued similar threats
of infringement litigation against the host of an image-sharing website. There the lawyer conceded:
“Volition being an element of Direct Infringement, we are not pursuing this claim on the basis of Direct
Infringement alone.” See Levy Aff. § 2 and Ex. K. Thus, in this case, not only were the claims of
infringement unreasonableasamatter of law, but Defendants' counsel knew that their threatswere basel ess.

B. Defendants and Their Counsel Pursued Their Unreasonable Claimsin an

Unreasonable Manner, Warranting an Award of Fees to Deter Excessive
Enfor cement.

When deciding whether to award attorney fees, courts are al so to consider the unreasonable manner
in which parties pursue their copyright claims. Kirtsaeng, 136 S. Ct. at 1988. Courts may award attorney
fees“to deter repeatedinstancesof copyrightinfringement or overaggressiveassertionsof copyright claims.”
Id. at 1989. From their first baseless demand letter to their under-researched and unsupported motion to
dismiss, Defendants and their counsel have conducted themsel vesin an unreasonable manner that warrants
an award of fees as deterrence for their overaggressive assertions.

First, on behalf of Defendants, the Higbee firm sent Anderson a series of emailsthreatening to file
lawsuitsthat could not succeed. They repeatedly threatenedto “ escalate” demandsand indicated they might
seize Anderson’ s personal assets and garnish hiswages. They further said they could seek up to $150,000
in statutory damages as well as attorney fees for pursuing claims, and that his financial exposure would
guadruple unless he paid within afew days. Id. They did all thisto increase the pressure on Anderson to
pay money to which Hirsch and Seliger were not entitled under established law.

When these emailsfailed to securethe desired payments, Defendantsthreatened to sue Andersonin
two separate district courts on opposite sides of the United States. The two complaints made contradictory
and irreconcilable allegations. The draft complaint for filing in this Court on behalf of defendant Hirsch
alleged that AndersonisaCalifornian located and operating abusinessin Healdsburg, California, DN 21-1,
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Ex. 7,195, 6, 7, and 9; then, lessthan two weeksl ater, the draft complaint for filing in the Southern District
of New Y ork on behalf of defendant Seliger alleged that Anderson residesin and operatesabusinessin New
York. DN 21-1, Ex. 8, 1115, 6, 7. Defendants' counsel clearly had to know that one set of contradictory
allegations was necessarily false; given the fact that Defendants’ counsel sent mail to Anderson at a
Californiaaddress and called him using a California phone number, he knew where Anderson was. Yet he
nevertheless used both draft complaints to threaten Anderson. The only reason for threatening to sue
Anderson in two separate judicia districts based on contradictory allegations about where he lived would
have been to increase the anticipated costs of defending against the claims, and hence increase even more
the pressure to seek a settlement that would cost less than hiring two sets of lawyers to defend in two
separate courts.

Thispattern of conduct continued after Andersonfiled thisdeclaratory judgment. Hirschand Seliger
insisted on offering anarrow license, confined to the individual photographs on which theinitial threats of
infringement litigation had been based, even after Anderson told themthat an appropriately broader license
would end the declaratory judgment action. Defendants and Mr. Higbee then filed a motion to dismiss on
mootness grounds, based only on cases addressing the need for a case or controversy at the outset of
litigation. They did so knowing, as this Court found in denying that motion, that there was alive case or
controversy when the case was filed based on their original threats of litigation. See DN 25 at 6. And
Defendants' counsel knew that the question of mootness was governed by Supreme Court’s Already v.
Nike decision, which plaintiff’s counsel had explicitly cited in his November 6 letter to Mr. Higbee.
Nevertheless, Defendants’ motion did not address that case once or even mention the concept of voluntary
cessation, much less try to explain how their limited license could constitute such cessation.  The motion
also argued that Anderson lacked standing because he no longer owned the forum, without any effort or
citation to caselaw to explain how Anderson could have avoided liability for past infringement ssmply by
giving ownership to someone else.

In addition, while the motion to dismiss was pending, after refusing to meet and confer about case
scheduling or about the Case Management Statement, Defendants waited until the very last minute before
serving adraft response in which they declined to address the meritsissues in the case but instead acted as

if the existence of acase or controversy wasthe only issue disputed between the parties. Levy Second Aff.,
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f7andEx.P.’

Defendants' litigating position a so rested on unsupported misstatements of fact. For example, they
claimed that they no longer wished to proceed on their claim for copyright infringement because Anderson
was judgment proof. Y et they had proposed in October 2019 that the parties litigate exactly that issue, so
long as Anderson was willing to drop his claim for attorney fees. Levy Aff. 5. Defendants also falsely
claimed, again without any citation to supporting evidence, that Anderson had declined to dismiss his
complaint on mootnessgroundsunlesshereceived alicense (or covenant not to sue) extending to the posting
of deeplinksto any photographstaken by any of the Higbeefirm’ s photographer-clients. DN at 8-9. In fact,
Anderson had only said that he needed alicense asbroad asthe draft complaintsthat Defendantssent to him,
i.e., licenses extending to all of the individual Defendants’ copyrighted works.

It is apparent that the real reason why Defendants chose not to defend this case is not that they
thought that Andersonisjudgment-proof. Rather, the reason why they abandonedtheir threats of litigation
was that they were was facing a litigation adversary who had secured knowledgeable counsel, who would
not beforced to abandon hisrightstoavoid paying legal bills at the rate of hundreds of dollars per hour, and
who, therefore, could afford to maintain his meritorious defenses considering the applicable Ninth Circuit
precedent. This pattern of pursuing baseless demand letters, and threatening to impose the trouble and
expense of litigation even when controlling Ninth Circuit precedent is against its clients, but withdrawing
only when the firm learns that pro bono counsel are following the case, has continued even after this Court
denied the motion to dismiss and expressed concern about the Higbee firm’s pre-litigation demand |etter
practices. Levy Second Aff. 6 and Ex. O. Unfortunately, the two Defendants and their counsel want to
continue threatening to sue other targets in the hope of pressuring them to pay damages.

Indeed, there is a plausible reason why Defendants suddenly became willing to issue the broader
license that Anderson said he would accept on November 8, 2019: Courts have begun to catch on to the
Higbee firm’'sstatusasa*“leading filer” of copyright claimswho engages in copyright trolling through the
issuance of baseless demand letters on which they insist when targets have no counsel but which they

withdraw when targets move to litigate. See, e.g., Mockingbird Found. v. Luong, 2020 WL 858099, at *5

" The document was not filed because, the day that the filing was due, Court canceled the
scheduled Case Management Conference.
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(N.D. Cal. Mar. 9, 2020). The reason for granting the full license needed to moot this case was to reduce
thelir attorney fee exposure. It was, perhaps, the first reasonable thing they did in this case.

Still, this belated license should not insulate Defendants from attorney feeliability. This step came
too lateto spare Anderson the necessity, burden, and expense of filing acomplaint for declaratory relief and
of successfully litigating ameritless motion to dismiss. Thislitigation required asignificant number of pro
bono attorney hours to finally secure the substance of the relief sought in the complaint—judicially
enforceabl e protection against being sued for infringement for hosting linkstoHirsch’ sand Seliger’ swork.

Kirtsaeng instructs lower courtsto consider excessive enforcement of copyright claims as areason
for awarding fees, and to take into consideration the need for compensation and deterrence. The Higbee
firm’s demand letter practice, specifically as undertaken on behalf of Defendants Hirsch and Seliger—but
also on behalf of many other clients—epitomizes the trolling practice at which this Kirtsaeng factor is
directed. Indeed, ajudge for the Southern District of New Y ork has called out one of the firm’s attorneys
for copyright trolling. See Werner v. Complex Media, 2020 WL 1435180, at *2 (S.D.N.Y. Mar. 24,
2020)(finding the Higbee attorney’ s conduct “abuses the judicial process’). From his officein Utah, the
attorney had filed about sixty copyright infringement cases in that district, then outsourced scheduling
conferences to attorneys “ignorant of the most basic facts’ of the case. Id. at *1. The court said it could
not identify a single one of these cases that had been litigated to a conclusion on the merits, drawing
“the unhappy conclusion that [the Higbee attorney] may be deserving of thetitle copyright ‘troll.”” 1d. at
*2. Courts in other cases have found that “troll” behavior is a factor that justifies an award of attorney
fees. Seg, e.g., Craig v. Popmatters Media, — F. Supp. 3d —, 2020 WL 1933326, at *1 (N.D. Ill. Mar.
23, 2020) (one factor favoring fees was that “plaintiff’s motivation in filing this action was to obtain
proceeds from a settlement rather than to protect against infringing use of his copyright.”)

Moreover, the financial incentive to engagein this sort of abuseis substantial, given theindications
that Higbee staff members operate under goalsthat call for them to extract five or even six figuresworth of
asettlement dollars per day from demand letter recipients, Levy Second Aff. Ex. N, through their incessant
emailsthreatening “escalation” to litigation, massive monetary awards, attorney fee awards, garnishment,
liens and the like. An award of attorney fees in this case would serve as a substantial counterincentive,

whichwould discouragethe deployment of these rent-seeking practicesin cases when success on the merits
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of litigationishighly unlikely. Anaward herewould give DefendantsHirsch and Seliger anincentive not to
authorize their attorney to send out more baseless threats of infringement litigation, balancing the
substantial monetary incentivesthat currently lead them to seek unjustified profits through their attorneys
abusive demand letter practice.

[1I.  ANDERSON’'SREQUESTED $62,992.50 IN ATTORNEY FEESISREASONABLE.

As the prevailing party who obtained “excellent results,” Anderson is entitled to a “fully
compensatory fee.” Hensley v. Eckerhart, 461 U.S. 424, 435 (1983). See also Fogerty, 510 U.S. at 534
(applying Hensley to attorney fee determinationsunder the Copyright Act); accord Ryanv. EditionsLtd. W.,
786 F.3d 754, 762 (9th Cir. 2015).

The Ninth Circuit, like most circuits, determines attorney fee awards according to the lodestar
method: The Court multiplies the number of hours reasonably spent on the litigation by the reasonable
attorney fees, by referenceto the market for attorney servicesin the community wherethe district court sits.
Camacho v. Bridgeport Fin., 523 F.3d 973, 979 (9th Cir. 2008). For lawyersin public service or public
interest practice, like Mr. Levy and Mr. Malone, the rate is determined by reference to market rates for
lawyers of similar qualifications. Blumv. Stenson, 465 U.S. 886, 895-896 (1984); Prison Legal News v.
Schwar zenegger, 608 F.3d 446, 455 (9th Cir. 2010). Judgesinthisdistrict often consult the Adjusted L affey
Matrix in determining reasonable market rates, including for undersigned counsel Mr. Levy. Recouvreur
v. Carreon, 940 F. Supp. 2d 1063, 1070 (N.D. Ca. 2013); see also Bennett v. Franklin Res., No.
11-CV-05807-CRB, 2018 WL 6267693, at *4 (N.D. Cal. Nov. 30, 2018). TheCourt of AppealsfortheD.C.
Circuit recently endorsed the use of this matrix, DL v. District of Columbia, 924 F.3d 585, 591 (D.C. Cir.
2019), asdid the Court of Appealsfor the Federal Circuit. Bieryv. United States, 818 F.3d 704, 714 (Fed.
Cir. 2016).

Both Mr. Levy and Mr. Malone areattorneys with extensive experience and top credentials. Asthe
attached affidavits reflect, both Mr. Levy and Mr. Maone have spent their entire careersin public service
and lega education. Mr. Levy was graduated from the University of Chicago Law School; after clerking
for the Honorable Wade H. McCreg, Jr., on the United States Court of Appeals for the Sixth Circuit and
following Judge McCreeto the Solicitor Genera’s Office, he has worked at Public Citizen for the past 42

years, except for one year on sabbatical to teach at Cardozo Law School. Mr. Malone was graduated from
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University of Arizona Law School in1984; after spending twenty years litigating antitrust cases for the
United States Department of Justice, Mr. Ma one moved to Harvard Law School to be professor of law and
director for the Cyberlaw Clinic, and then in 2013 to Stanford Law School where he has been professor of
law and director of the Juelsgaard Intellectual Property and Innovation Clinic.

Based on their qualifications, Mr. Levy and Mr. Malone’ sreasonablerateis at least $775 per hour.
A judgeinthisdistrict set Mr. Levy’ sreasonable hourly rate at $700 afew years ago, resting in part on the
Adjusted Laffey Matrix. Recouvreur, 940 F. Supp. 2d at 1070. Since that determination, the reasonable
ratesidentified by the Adjusted Laffey Matrix have continued to climb, and currently suggest $899 per hour
for lawyers who have been practicing for more than twenty years, as Mr. Levy and Mr. Malone both
have. See Laffey Matrix, http://www.laffeymatrix.com/see.html. Judges in this district have recently
found comparable hourly rates to be appropriate. See, e.g., Shin v. Plantronics, 2020 WL 510348, at *1
(N.D. Cal. Jan. 31, 2020) (finding an hourly rate of $850 to be reasonable for senior lawyers); Super
Consulting Services v. Steeves-Kiss, 2018 WL 2183295, at *6 (N.D. Cal. May 11, 2018) (approving an
hourly rate of $785 for a senior partner with 32 years of experience and noting that recent awards in this
district ranged from $490 to $975 for partners).

The number of hours claimed is al so reasonable and well-supported by the affidavits of Mr. Levy
and Mr. Malone. Asshown by the affidavits, counsel haveexercised billing judgment by seeking feesonly
for time spent by Anderson’s lead counsel in both Washington, D.C., and Stanford. They have not billed
for the substantial amounts of time spent by some of Mr. Levy’s colleagues at Public Citizen. Moreover,
several California Bar Certified Law Students at the Juelsgaard Clinic bore significant responsibility for
papersfiledinthiscaseunder Mr. Malone ssupervision. (TheMaloneaffidavit, {12, describesthe manner
in which he exercised billing judgment with respect to the time the students recorded on this case.) If this
work had not been completed by students, it would have been completed by Mr. Malone or Mr. Levy at
significantly higher rates.

Thetotal time sought for the work of Plaintiffs' counsel as follows:®

® The time sought includes work done on the fee application. Brown v. Qullivan, 916 F.2d
492, 497 (9th Cir. 1990) (“*[W]hen fees are avail able to the prevailing party, that party may also be
awarded feeson fees. . ..”). However, the chart breaks out the time spent on the fees issues.
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1| Lawyer Hourly Rate Merits Hours Fees Hours Total Fee
> Levy $775 32.8 145 $36657.50
3 Malone $775 18.25 7.5 19956.25
Students $125 315 13.85 5668.75
4
Total 82.55 35.85 $62282.50
5
Inaddition, plaintiff seeksto be awarded $710 in expenses, for thefiling feeand Mr. Levy’ spro hac
6
vice fee, both which are documented in the affidavits of counsel.
7
CONCLUSION
8
Themotion for an award of attorney feesand costs, in the amount of $62,992.50, should be granted.
9
10 Respectfully submitted,
11
DATED: May 22, 2020 PUBLIC CITIZEN LITIGATION GROUP
12 1600 20th Street NW
Washington, D.C. 20009
13
By: /s/ Paul Alan Levy
14 (pro hac vice)
Telephone: (202) 588-7725
15 plevy@citizen.org
16 JUELSGAARD INTELLECTUAL PROPERTY AND
INNOVATION CLINIC
17 Mills Legal Clinic at Stanford Law School
Crown Quadrangle, 559 Nathan Abbott Way
18 Stanford, California 94305-8610
19 By: /s/ Phillip R. Malone
CaliforniaBar No. 163969
20
Telephone: (650) 724-1900
21 pmal one@stanford.edu
22
23
24
25
26
27
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